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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK
BMADDOX ENTERPRISES LLC,
Plaintiff,
-againstMILAD OSKOUIE, OSKO M LTD, and
PLATINUM AVENUE HOLDINGS PTY, LTD,
Defendants.
MILAD OSKOUIE and PLAITINUM AVENUE
HOLDINGS PTY, LTD,
Counterclaim Plaintiffs,
-againstBMADDOX ENTERPRISES LLC and
BRANDON MADDOX,
Counterclaim Defendants.

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)

Case No. 17-cv-1889-RA-HBP
Plaintiff and Counterclaim
Defendants’ Reply Memorandum
in Support of Motion to Dismiss
Counterclaims

Case 1:17-cv-01889-RA-HBP Document 74 Filed 10/18/17 Page 2 of 12

PRELIMINARY STATEMENT
After reviewing Counterclaim Plaintiffs’ Memorandum in Opposition to Counterclaim
Defendants’ Motion to Dismiss the sixteen counterclaims asserted in this action, Counterclaim
Defendants submit the following clarifications and responses.
I.

LEGAL STANDARD
The Court has does not have an unqualified “obligation to consider Counterclaimants’

allegations as true.” (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 8, ECF No. 71.) As noted by
Counterclaim Plaintiffs, to survive a motion to dismiss under Rule 12(b)(6) of the Fed. R. Civ.
P., a party must “plead sufficient factual allegations ‘to state a claim to relief that is plausible on
its face.’” Id. (citing Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007)) (emphasis
added). “A claim is facially plausible ‘when the plaintiff pleads factual content that allows the
court to draw the reasonable inference that the defendant is liable for the misconduct alleged.’”
Id. (citing Ashcroft v. Iqbal, 566 U.S. 662, 678 (2009)) (emphasis added). Counterclaim
Plaintiffs ignore the Supreme Court’s edict that “[w]hen reviewing a motion to dismiss
counterclaims, a court may begin ‘by identifying pleadings that, because they are no more than
conclusions, are not entitled to the assumption of truth.’” (Countercl. Defs.’ Mem. Supp. Mot.
Dismiss 4, ECF No. 68.) (citing Ashcroft, 556 U.S. at 678) (citation omitted). “Factual
allegations must be enough to raise a right to relief about the speculative level . . . .” Twombly,
550 U.S. at 555 (citation omitted). If a party has not alleged “enough facts to state a claim to
relief that is plausible on its face” and that “nudge[s its] claims across the line from conceivable
to plausible, [its claims] must be dismissed.” Id. at 570.
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II.

COUNTERCLAIM PLAINTIFFS HAVE NOT ADDRESSED FATAL
DEFICIENCIES IN THEIR COUNTERCLAIMS FOR CYBERSQUATTING
Counterclaim Plaintiffs continue to twist a trivial portion of a good faith settlement offer

from Plaintiff to attempt to save their cybersquatting claims. This argument is not only illconceived, it is prohibited by Rule 408 of the Fed. R. Evid. The Rule is unambiguous and the
non-controlling opinions cited by Counterclaim Plaintiffs are exceptions created to deal with
specific fact patterns not before the Court. Counterclaim Plaintiffs rely on conclusory statements
to support their claim that the domains at issue were registered to promote Counterclaim
Defendants’ business and with a specific intent to profit. Finally, the factual allegations in
support of the claim that MILAD OSKOUIE is a trademark are nonsensical and conclusory.
A.

Counterclaim Plaintiffs Still Misuse and Misconstrue a Good Faith Settlement
Offer in Attempting to Plead Cybersquatting

While Counterclaim Plaintiffs double down one their reliance upon three points from a
comprehensive settlement offer made under Rule 408 of the Fed. R. Evid., none of the opinions
cited in their memorandum allow such reliance. Their continued misuse of a small portion of a
good-faith settlement offer demonstrates Counterclaim Plaintiffs’ bad faith. Counterclaim
Plaintiffs’ asked for the transfer of the domains at issue to them as part of the relief in requested
in their counterclaims. (Councl. ¶ 56, ECF No. 32.) By twice taking a small portion of a
comprehensive settlement offer out of context, they have made it nearly impossible for this case
to have any chance of settling.
Counterclaim Plaintiffs rely on two cases that Counterclaim Defendants have already
discussed. (Pls.’ Mem. Opp. Mot. TRO 4 – 7, ECF No. 37.) The facts in Cruezot v. Green, 3:17CV-0404-M-BK, 2017 WL 2535858 (N.D. Tex. May 23, 2017) involved a straight forward case
of cybersquatting with no other causes of action against a pro se defendant. In Salle v. Meadows,
6:07-cv-1089-Orl-31DAB, 2007 WL 4463920 (M.D. Fla. Dec. 17, 2007), the plaintiff owed
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defendant $9,500, the defendant registered the plaintiff’s personal name as a domain, and
defendant offered to sell it to plaintiff for the exact amount owed. Furthermore, the defendant did
not make the offer under Rule 408. Id. Rule 408 is not discussed in the opinion. Id.
In Randazza v. Cox, 2:12-cv-02040-GMN-PAL, 2012 WL 6761919, at *1 (D. Nev. Dec.
14, 2012), the court considered a defendant who registered thirty-two domains and then sent an
email to the plaintiff referencing a “need to make money” and offering “reputation management
services.” Rule 408 is not considered or discussed. Id. Finally, in Bogoni v. Gomez, 847 F. Supp.
2d 519, 521-22 (S.D.N.Y. 2012), the offer to sell the domain at issue was made on the website
itself and not in a comprehensive settlement offer protected by the policies addressed by Rule
408. The Southern District of New York did not consider Rule 408 in Bogoni.
None of these cases allow abrogation of Rule 408. Counterclaim Plaintiffs freely admit
that the “offer” upon which they rely was received by counsel in an email with the subject line
“FRE 408 Settlement Offer.” (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 5, ECF No. 71.) The
cybersquatting counterclaims should be dismissed with prejudice.
B.

Counterclaim Plaintiffs Have Not Adequately Pled Facts Allowing the Reasonable
Inference that Either Domain was Established to Promote Plaintiff’s Business

Counterclaim Plaintiffs assert, with no factual allegations to support their claim, that
Counterclaim Defendants used the domains at issue to “promot[e] Counter Defendants’
competing business <FFL123.com> . . . .” (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 5.) The
closest Counterclaim Plaintiffs get to such an allegation is the conclusory statement that “[u]pon
information and belief” Counterclaim Defendants “intend to continue displaying” the websites at
issue “unless and until Platinum’s business is shut down, effectively eliminating a competitor
and thereby profiting commercially in the field of selling educational materials for procuring
FFLs.” (Countercl. ¶ 113.) A generous reading of Counterclaim Plaintiffs’ allegations is their
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conclusion, without factual support, that Counterclaim Defendants are promoting ffl123.com by
drawing attention to Oskouie’s bad acts. These conclusory statements do not support the
cybersquatting counterclaims, which should be dismissed with prejudice.
C.

The Argument that MILAD OSKOUIE is a Trademark is Disingenuous at Best

Counterclaim Plaintiffs offer no factual allegations that MILAD OSKOUIE has ever been
used as a trademark. (Countercl. Defs.’ Mem. Supp. Mot. Dismiss 19.) Counterclaim Plaintiffs
do not address this point and instead focus on whether secondary meaning may be determined on
a motion to dismiss. (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 6.) Counterclaim Plaintiffs fail
to allege any facts showing MILAD OSKOUIE has been used as a trademark or in commerce.
Since no allegations support use of Oskouie’s name as a trademark, none of the allegations made
in the counterclaims can support secondary meaning as a matter of law.
III.

COUNTERCLAIM PLAINTIFFS MISSTATE THE LAW OF DEFAMATION
Counterclaim Plaintiffs misstate the standard for defamation per se and trade libel under

New York law. (Countercl. Pls.’ Mem. Opp’n Mot. to Dismiss 7.) Citing to a slip opinion from
2012, they argue that “[i]n order to establish a claim for libel, a plaintiff must demonstrate ‘(1) a
false and defamatory statement of fact; (2) regarding the plaintiff; (3) which is published to a
third party; and which (4) results in injury to plaintiff.” Id. (citation omitted). This standard is
plainly contradicted by other cases upon which they rely:
The elements of a cause of action for defamation are a “false
statement, published without privilege or authorization to a third
party, constituting fault as judged by, at a minimum, a negligence
standard, and it must either cause special harm or constitute
defamation per se. A false statement constitutes defamation per se
when it charges another with a serious crime or tends to injure
another in his or her trade, business, or profession.
See, e.g., Geraci v. Probst, 61 A.D.3d 717, 718-19 (N.Y. App. Div. 2d Dep’t 2009), aff’d as
modified and remanded, 938 N.E.2d 917 (N.Y. 2010) (citation omitted).
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Moreover, “falsity is a necessary element of a defamation cause of action . . . .” Goldberg
v. Levine, 97 A.D.3d 725, 725 (N.Y. App. Div. 2d Dep’t 2012) (emphasis added). Counterclaim
Plaintiffs argue that “truth is a defense, and insufficient to defeat a claim at the Rule 12(b)(6)
stage” citing to Garcia v. Puccio, 17 A.D.3d 199, 201 (N.Y. App. Div. 1st Dep’t 2005) without
noting that the Second Circuit has specifically addressed the overly broad language of Garcia.
Tannerite Sports, LLC v. NBCUniversal News Group, a div. of NBCUniversal Media, LLC, 864
F.3d 236, 246-47 (2d Cir. 2017) (“[D]espite the language of Garcia, falsity is an element of a
defamation claim under New York law.”) Counterclaim Plaintiffs “must plead facts that, if
proven, would establish that the . . . statements [at issue] were not substantially true.” Id. at 247.
Courts in New York allow for even substantially true statements to be made without liability. Id.
242-43 (collecting cases). “When a court interprets a publication in an action for defamation,
‘[t]he entire publication, as well as the circumstances of its issuance, must be considered in terms
of its effect upon the ordinary reader.’” Id. at 243 (citations omitted). “It is well-established that
‘a statement need not be completely true, but can be substantially true, as when the overall ‘gist
or substance of the challenged statement’ is true.” Hosseinzadeh v. Klein, 16-cv-3081 (KBF),
2017 WL 3668846, at *5 (S.D.N.Y. Aug. 23, 2017) (citations omitted).
Counterclaim Plaintiffs argue that the standard outlined by the Supreme Court in Gertz v.
Robert Welch, Inc., 418 U.S. 323, 340 (1974) and elaborated upon in Flamm v. American
Association of University Women, 201 F.3d 144, 149 (2d Cir. 2000) “would create an absurd
result where a person could falsely accuse a person of a crime, and the[n] by virtue of the
utterance, [have] it become[] non-actionable.” (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 8.)
Counterclaim Plaintiffs misstate the law and overlook the point made by Counterclaim
Defendants that a party could be liable for negligently stating that someone had committed a
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crime. (Countercl. Defs.’ Mem. Supp. Mot. Dismiss 12.) Counterclaim Plaintiffs have not and
cannot allege facts that show the falsity of any allegedly defamatory statements, and they cannot
show that any such statements were made negligently. All claims sounding in defamation should
be dismissed with prejudice. Because “New York law considers claims sounding in tort to be
defamation claims . . . where those causes of action seek damages only for injury to reputation,
[or] where the entire injury complained of by [the party] flows from the effect on his [or her]
reputation,” the counterclaims for tortious interference, false advertising, and unfair competition
should also be dismissed with prejudice. Hengjun Chao v. Mount Sinai Hosp., 476 Fed. Appx.
892, 895 (2d Cir. 2012), aff’g 10 CV 2869(HB), 2010 WL 5222118 (S.D.N.Y. Dec. 17, 2010).
IV.

CLAIMS UNDER 15 U.S.C. § 1125(a)(1)(B) THAT ARE DUPLICATIVE OF
DEFAMATION ARE DISMISSED IN THE SECOND CIRCUIT
Counterclaim Plaintiffs fail to address the argument that their claims for unfair

competition and false advertising under 15 U.S.C. § 1125(a)(1)(B) assert only the type of harm
flowing from injury to their reputations. Additionally, they must allege facts showing that false
and misleading statements about them were made “in commercial advertising or promotion.” 15
U.S.C. 1125(a)(1)(B). In the Second Circuit, “commercial advertising or promotion” must be
“commercial speech . . . made ‘for the purpose of influencing consumers to buy defendant’s
goods or services’ . . . .” Gmurzynska v. Hutton, 355 F.3d 206, 210 (2d Cir. 2004) (citation
omitted). “Commercial speech is ‘speech which does no more than propose a commercial
transaction.’” Id. (citation omitted).
In this case, as reiterated by Counterclaim Plaintiffs, the only allegations made are that
“false and misleading statements about [Counterclaim Plaintiffs’] services [are] likely to deceive
consumers as to the nature and quality of [their] services.” (Countercl. Pls.’ Mem. Opp’n Mot.
Dismiss 8-9.) Even if these allegations are well-pled, which they are not, they only address
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reputational harm and are duplicative of the defamation counterclaim. Counterclaim Plaintiffs
have not and cannot allege facts showing that the speech complained of was “commercial
speech” as defined by the Second Circuit. Neither can they adequately allege that any such
speech was made to induce consumers to buy Counterclaim Defendants’ goods or services. For
these reasons, the false advertising claim should be dismissed with prejudice.
V.

CLAIMS SOUNDING IN UNFAIR COMPETITION THAT ARE DUPLICATIVE
OF DEFAMATION ARE DISMISSED IN THE SECOND CIRCUIT
Counterclaim Plaintiffs argue that an unfair competition claim under New York or South

Dakota law may co-exist with a Lanham Act claim for false advertising. (Countercl. Pls.’ Mem.
Opp’n Mot. Dismiss 9-10.) These arguments are irrelevant as to whether the unfair competition
alleged is duplicative of their claim for defamation, which it is. In support of the bad faith
necessary to support a claim for unfair competition under New York law, Counterclaim Plaintiffs
cite to counterclaim paragraphs 99 (alleging merely that Maddox registered MiladOskouie.com),
104 through 108 (alleging only facts relating to the alleged “Defamatory Website”), and 215
(stating in a conclusory fashion that Counterclaim Defendants’ “objectively baseless copyright
threats and lawsuits, their pattern of sham petitioning activities undertaken in bad faith, and their
intentional misrepresentation, including fraudulent misrepresentations, made to administrative
agencies and bodies have reduced and injured and will reduce and injure competition in the
relevant market and/or submarket”). (Countercls. ¶¶ 99, 104-08, 215.) Not only do these
allegations fail to show bad faith, they illustrate that the only injury complained of in these
allegations are those flowing from alleged damage to reputations. For these reasons, the
counterclaim for unfair competition should be dismissed with prejudice.
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VI.

COUNTERCLAIM PLAINTIFFS’ TORTIOUS INTERFERENCE CLAIM FAILS
AS A MATTER OF LAW
In their Response, Counterclaim Plaintiffs limit their arguments to the elements of

tortious interference with contractual relations. (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 1011.) In support of their claim for tortious interference with contractual relations, Counterclaim
Plaintiffs argue that they “identif[y] several specific contracts . . .” Id. 11. That is not what the
law requires. Counterclaim Plaintiffs must allege facts showing that Counterclaim Defendants
had knowledge of specific contracts at issue. (Countercl. Defs.’ Mem. Supp. Mot. Dismiss 5.)
Because Counterclaim Plaintiffs have not and cannot sufficiently allege such knowledge of
specific contracts, this claim should be dismissed with prejudice.
Furthermore, Counterclaim Plaintiffs cannot rely on the good-faith actions taken under
the Digital Millennium Copyright Act (“DMCA”) by Maddox to avoid federal litigation. There
are no well-pled allegations showing that Counterclaim Defendants abused the DMCA noticeand-takedown procedure. To the contrary, Counterclaim Plaintiffs have illustrated that they
abused the DMCA procedure insofar as Defendant Oskouie has lied to the Court about his use of
the procedure under the name Jerome Kohlberg. (First Oskouie Decl. ¶ 33, ECF No. 27.) Any
claim for tortious interference with either contractual relations or a prospective business should
be dismissed with prejudice.
VII.

COUNTERCLAIM PLAINTIFFS HAVE NOT ADEQUATELY ALLEGED
FACTS ALLOWING A REASONABLE INFERENCE OF MONOPOLY POWER
Counterclaim Plaintiffs have not and cannot adequately allege that there is a “dangerous

probability of [Counterclaim Defendants] achieving monopoly power.” (Countercl. Pls.’ Mem.
Opp. Mot. Dismiss 13-14, ECF No. 71.) Counterclaim Plaintiffs make only bare, conclusory
statements regarding the alleged monopolization or market power. (Countercls. ¶¶ 32, 44, 209,
213, 217, 219, 222, 224-25, ECF No. 32.) Counterclaim Plaintiffs make no argument that they
8
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have adequately pled a dangerous probability that Counterclaim Defendants have or will achieve
monopoly power. (Countercl. Pls.’ Mem. Opp. Mot. Dismiss 13-15, ECF No. 71.) The eleventh
and twelfth counterclaims brought under the Sherman Act should be dismissed with prejudice.
VIII. COUNTERCLAIM PLAINTIFFS HAVE FAILED TO ADDRESS FATAL FLAWS
IN THEIR COUNTERCLAIM FOR INTENTIONAL INFLICTION OF
EMOTIONAL DISTRESS
Counterclaim Plaintiffs aggressively misconstrue evidence they submitted in an attempt
to support their counterclaim for Intentional Infliction of Emotional Distress. They state that
Maddox, in a July 8, 2016 letter, threatened physical violence by “claiming that he was ‘licensed
to buy and sell military grade weapons’ and stating that he ‘[did] not see this ending well [for
Mr. Oskouie].” (Countercl. ¶ 89.) Combining these two portions of the letter maliciously
mischaracterizes Maddox’s sentiment. The text reads in the relevant part:
I hold very specialized licenses to deal in firearms. I am licensed to
buy and sell military grade weapons. ffltrust.com has taken my
licenses and altered them to appear as if they hold these licenses as
well. See example below, the altered copy clearly shows my
business name. Mr. and Mrs. Oskouie, I ask you to please help me.
Please take time to review the facts I have provided. Honestly, I do
not see this ending well, you might be able to help end this more
quickly by intervening. My business, FFL123.com, is like my baby
and I won’t stop pursuing a resolution until this situation is
completely resolved.
(First Oskouie Decl. Ex. F 2-3, ECF No. 27-6.) No reasonable party could read a threat of
violence into this text. Furthermore, Counterclaim Plaintiffs do not dispute that they have made
no allegations that Defendant Oskouie has suffered “an extreme, disabling emotional response to
the [the alleged] conduct.” (Countercl. Pls.’ Mem. Opp’n Mot. Dismiss 15-16.) This claim
should be dismissed with prejudice.
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IX.

COUNTERCLAIM PLAINTIFFS HAVE NOT ADDRESSED FATAL FLAWS IN
THEIR COUNTERCLAIM FOR INVASION OF PRIVACY
Counterclaim Plaintiffs argue that the public has no legitimate concern regarding

Defendants’ alleged actions, which relate to the federal regulations governing federal firearm
licenses. This runs counter to the opinion of the court in Adventure Outdoors, Inc. v. Bloomberg,
552 F.3d 1290 (11th Cir. 2008) as well as common sense. As discussed above, Counterclaim
Defendants may call attention to and speak about Defendants’ actions at issue in this case.
X.

COUNTERCLAIM PLAINTIFFS CANNOT SUPPORT THEIR
COUNTERCLAIM UNDER N.Y. CIV. RIGHT LAW § 50
Counterclaim Plaintiffs rely on a conclusory statement that Counterclaim Defendants

“published this private information of Counterclaimants, while simultaneously promoting their
own business, to stifle competition and for commercial gain.” (Countercl. Pls.’ Mem. Opp. Mot.
Dismiss 19, ECF No. 71.) There are no factual allegations supporting Counterclaim Plaintiffs’
continuing claims that any of Counterclaim Defendants’ alleged actions were done to promote
their own business. Counterclaim Plaintiffs’ analysis of Myskina v. Conde Nast Publications,
Inc., 386 F. Supp. 2d 409 (S.D.N.Y. 2005) misses the point that §§ 50 and 51 of New York Civil
Rights Law are designed to protect a right of publicity-like right and not a right of privacy.
Furthermore, as discussed above, Counterclaim Defendants’ alleged use of Defendant Oskouie’s
name and likeness was for a newsworthy purpose. This counterclaim should be dismissed with
prejudice.
CONCLUSION
For the foregoing reasons, as well as those stated in Counterclaim Defendants’
Memorandum in Support of their Motion to Dismiss, all sixteen counterclaims should be
dismissed with prejudice.
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